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DETAILED ACTION 

Final Rejection 

I. Action Summary 

The Amendments to the Claims and Remarks submitted to the Office on May 18, 2006 
has been fully considered and will be the basis of the following Action. 

Claims 1-5 are canceled. Claims 9-15 have been added. Claims 6, 8-1 1 and 13 are 
pending. Claims 7, 12, 14 and 15 are withdrawn. 

II. Response to Amendments 

A. Election: Response to Election 

As noted in the previous action, the Applicant did not specifically point out the alleged 
errors in the restriction requirement and therefore the election was treated as an election without 
traverse. M.P.E.P. § 818.03(a). The requirement is still deemed proper and is therefore made 
FINAL. 

B. 35 USC §102 Rejection 

Applicant's arguments, see Remarks, filed May 18, 2006, with respect to the various 102 
Rejections have been fully considered. 

Claims 1 and 3 were rejected under 102(b) as being anticipated by US 6,335,334. The 
rejection is rendered moot because the claims (1 and 3) have been canceled in the Amendments. 
The rejection has been obviated. 
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Applicant's arguments concerning the 102(b) rejection of claims 1-3 and 6 and 8 as being 
anticipated by J. Med, Chem. 1999, 42, pp. 4485-4499 have been fully considered and are NOT 
persuasive. Applicants assert that the WU reference is drawn to isoxazolylsulfamoyl compounds 
and that the instant invention is drawn to thiophene moieties. The rejection is maintained for 
claims 6 and 8. The rejection is obviated as to claims 1 and 3 because claims 1 and 3 have been 
canceled. The rejection is maintained because the art of record teaches the compounds. Even 
though the art of record is drawn to isoxazolyl compounds, the reference anticipates the instant 
invention because R13 and R14 of instant Formula (II) represents "aryl." The Examiner has 
sough guidance in the Specification for the term "aryl". On page 1 1, 11. 23-27 and p. 12, 11. 1-12 
"Aryl" "refers to a . . .carbocyclic aromatic group. . . or heteroaromatic. . .such as . . .isoxazolyl." 
The rejection is maintained. 

Applicant's arguments concerning the 102(b) rejection of claims 1-3 and 6 and 8 as being 
anticipated by WO 98/13366 have been fully considered and are NOT persuasive. The rejection 
is maintained for claims 6 and 8. The rejection is obviated as to claims 1 and 3 because claims 1 
and 3 have been canceled. The rejection is maintained because the art of record teaches the 
compounds. Even though the art of record is drawn to isoxazolyl compounds, the reference 
anticipates the instant invention because R13 and R14 of instant Formula (II) represents "aryl." 
The Examiner has sough guidance in the Specification for the term "aryl". On page 1 1, 11. 23-27 
and p. 12, 11. 1-12 "Aryl" "refers to a . . .carbocyclic aromatic group. . . or heteroaromatic. . 
.such as . . .isoxazolyl." The rejection is maintained. 

Applicant's arguments concerning the 102(e) rejection of claims 1 and 3 as being 
anticipated by WO 02/28353 have been fully considered and are persuasive because claims 1 



Application/Control Number: 10/781 ,442 Page 4 

Art Unit: 1626 

and 3 have been canceled. The rejection has been obviated. ***However, the reference is 
applicable to claims 6, 8-11 and 13 in light of the Amendments.*** 

C. Obviousness Type Double Patenting 

Applicant's arguments, see Remarks, filed May 18, 2006, with respect to the provisional 
obviousness type double patenting rejection has been fully considered. The Applicant request 
that the rejection is held in abeyance. The rejection is therefore maintained. 

D. Objection to the Specification/Claims 

Applicant's arguments, see Remarks, filed May 18, 2006, with respect to objections of 
the claims and specification has been fully considered. In light of the amended specification and 
claims, the objection is withdrawn. 

III. Rejections 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 6,8, 9 and 10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Weinstock et al WO 02/28353 A2. The instant invention is still anticipated by the Weinstock et 
al publication. Weinstock et al. teaches compounds of formula (II) as its preferred compounds. 
Formula (II) of the Weinstock et al. publication is drawn to: 
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wherein X is sulfur, R2 is 4-chlorophenyl and wherein R3 is unsubstituted phenyl. The 
publication discloses: N-(4-chlorophenyl)-2-[(phenylsulfonyl)amino]-3- 
thiophenecarboxamide (See HCAPLUS, Accession No. 2002:275753, RN 409364-73-4, 
attached). Thus the instant invention is anticipated wherein in the formula (II) E is sulfur, D is 
oxygen, A is NH and B is S02 and R14 is phenyl, Z is NH and R13 is substituted phenyl and 
R15 and R16 both represent hydrogen. 

Applicant's amendment necessitated the new ground of rejection presented in this Office 
Action. Accordingly, THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
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will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer signed by the assignee must fully 
comply with 37 CFR 3.73(b). 

IV. Provisional Obviousness-type Double Patenting Rejection 

Provisional Obviousness-Type Double Patenting 

Claims 11 and 13 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 3, 6-10 and 12 of 
copending Application No. 10/924,180 (US 2005/049286A1). The rejection over co-pending 
application 10/924,180 is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

A rejection based on nonstatutory double patenting is based on a judicially created 
doctrine grounded in public policy so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by 
multiple assignees. See In re Goodman , 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi. 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum , 686 F.2d 937, 214 
USPQ 761 (CCPA 1982); In re Voggl , 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re 
Thoringtoa 418 F.2d 528, 163 USPQ 644 (CCPA 1969). See also M.P.E.P. § 804 (2001). 
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Obvious-type nonstatutory double patenting rejection is "analogous to [a failure to meet] 
the nonobviousness requirement of 35 U.S.C. §103" with the distinction that the double patent 
rejection is not considered prior art. Id. See also In re Braithwaite , 379 F.2d 594, 154 USPQ 29 
(CCPA 1967). Thus, the analysis employed in an obviousness-type double patent rejection is 
consistent with a §103(a) analysis set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 
459(1966). 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because: Claims 1 1 and 13 recite the compounds and compositions having the 
following formulae: 



Determining the Scope and Contents of the Co-pendinz Application 
Conflicting claims 1, 3, 6-10 and 12 recite the compounds and compositions of formula 



which include where X is NR19, Y is CO, T is NR4R5, R4 and R5 together with the 
nitrogen to which they are attached form a 5 membered ring, R6 is aryl, W is H, Rl, R2 and R3 
are alkyl (See pp. 93-94, for example, of application 10/924,180). Conflicting claims 8 and 9 
recites the compounds of formula (III) ^ 




(I) 




w 




Q 
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wherein E is sulfur, M or Q is A-B-G-R14 and the other has the structure : 

w 

R15 is alkyl, halogen, etc.; n is 0-4; A is NR17 where n is zero; G is NR17 where n is zero; B is 
S02; and R14 is aryl. Claim 10 recites the specie: 3-[(phenylsulfonyl)amino]-N-(2 3 4,6-trimethyl- 
3-pyrrolidin- 1 -ylphenyl)thiophene-2-carboxamide. 

Ascertaining the Differences Between the Copending Application and the Instant Claims 
The difference between the instant claims and the copending application is that the claims 
in the copending application (10/924,180) is a genus of the compound of the invention in the 
instant application, which is a subgenus. 

Resolving Level of Ordinary Skill in the Pertinent Art 
The pertinent art is cardiovascular drug discovery and generally medicinal chemistry. 
One of ordinary skill in the pertinent art of medicinal chemistry, specifically, cardiovascular drug 
discovery would have the motivation to make and use to instant invention because there is 
motivation to make in the instant compounds in the abovementioned references which teach 
compounds useful for treatment of conditions associated with Urotensin-II imbalance. The 
motivation to make claimed compound derives from the expectation that structurally similar 
compounds are generally expected to have similar properties and have similar utilities. In re 
Gvurik. 596 F. 2d 1012, 201 USPQ 552 (CCPA 1979). 
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Prima Facie Obviousness-The Rational and Motivation (MPEP $2142-2413) 
The prima facie case for obviousness is derived from the structural similarities, specie 
claims and preferred embodiments Thus, there is motivation to one skilled in the art to make and 
use in the instant compounds and compositions with the expectation that they would both have 
the same pharmacokinetic effect. 

Furthermore, there is no apparent reason why applicant was prevented from presenting 
claims corresponding to those of the instant application during prosecution of the application. 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a non-statutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer signed by the assignee must fully 
comply with 37 CFR 3.73(b). 

V. Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nyeemah Grazier whose telephone number is (571) 272-8781. 
The examiner can normally be reached on Monday through Thursday and every other Friday 
from 8:30 a.m. - 6:00 p.m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph K. M-Kane, can be reached on (571) 272 - 0699. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Very truly yours, ^ KAMAL A. SAEED, PH.D. 




United StatesTtttent and 
400 Dulany Street 



Joseph K. M-Kane 

Supervisory Primary Examiner, Art Unit 1626 
United States Patent and Trademark Office 
400 Duiany Street 
Alexandria, VA 22314-5774 
Tel. No.: (571) 272-0699 
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